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1. The following is a quotation of the appropriate 

paragraphs of 35 U.S.C. 102 that form the basis for the 

rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 
(a) the invention was known or used by others in thi 
country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(e) The invention was described in (1) an 
application for patent, published under 
Section 122 (b) , by another filed in the 
United States before the invention by the 
applicant for patent or (2) a patent granted 
on an application for patent by another filed 
in the United States before the invention by 
the applicant for patent, except that an 
international application filed under the 
treaty defined in section 351(a) shall have 
the effects for purposes of this subsection 
of an application filed in the United States 
only if the international application 
designated the United States and was 
published under Article 21(2) of such treaty 
in the English language. 



The following is a quotation of 35 U.S.C. § 103(a) 
which forms the basis for all obviousness rejections set forth i 

this Office action: 

(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
in section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the inventioj 
was made to a person having ordinary skill i n the art 
to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the 
invention was made. 
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Claims 1-20 are rejected under 35 U.S.C. 102(a) or (e) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Shimazu et al . '055. Shimazu et al . '055 (see 
particularly column 3, line 60 - column 4, line 13; column 5, 
lines 14-65; column 1, line 52 - column 2, line 11) disclose 
thermal imaging elements comprising supports, underlayers with 
photothermal conversion materials and top layers comprising the 
binder polymers set forth in the instant claims and dissolution 
inhibitors. The dissolution inhibitors include imidazolium, 
pyridium and tetraalkyl ammonium salts as set forth on pages 5 
and 6 of applicants' specification as ionic liquids. If Shimazu 
et al. do not anticipate the instant claims, then it would at 
least be obvious to one skilled in the art to use the disclosed 
quaternized salts as the called for dissolution inhibitors in 
Shimazu et al . 

2. Olson et al . is cited of interest in the art as 
disclosing ionic liquids. Vermeersch et al . is cited of interest 
in the art as disclosing thermal imaging elements comprising top 
layers with quaternary ammonium salts. The prior art submitted 
by applicants has been considered. 

3. Claim 13 is rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicants 
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regard as the invention. The difference in scope between claim 
13 and claim 4 is indefinite. 

4. Any inquiry concerning this communication should be 
directed to Mr. Schilling at telephone number (571) 272-1335. 

RLSchilling : cdc 
November 8, 2 004 



RICHARD L S€HILim8 




